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REMARKS 

These Remarks are in reply to the Office action mailed July 27, 2004. No claims 
are hereby amended, canceled or added, such that claims 1-11 and 13-18 remain 
pending. 

Claim Rejections - 35 U.S.C. S 112 
Claims 6, 9-11, 13 and 14 were rejected under 35 U.S.C. 112, 1 st paragraph as 
failing to comply with the written description requirement. 

The Office suggests that the claim limitation "the first stiffening element is and 
the arm are formed from a single, continuous piece of material" are new matter. 
Applicant respectfully traverses this rejection. 

On page 10, lines 5-7 of the originally filed specification, it is disclosed that "rails 
315 may be integrally formed along the arm 310 or they may be attached to the arm 310 
by any conventional method such as adhesive or welding." The Office takes the 
position on page 3 of the final Office action that "'integrally' can simply mean that the 
actuator arm and stiffening elements are formed as being together, or united, with one 
another, and not as one, single continuous piece of material ." [Italics, underlining in 
original.] However, to construe "integrally" as such here is to remove the term from all 
context. 

First, "integrally formed along with" suggests more than mere togetherness, 
unity or the act of being with one another. In fact, it clearly means that the two 
elements were formed together as a single unit. Put another way, they are formed as a 
single, continuous piece of material. 

Second, note that "integrally formed along with" is positioned here in contrast to 
other means for attachment: "or they may be attached to the arm by any conventional 
method . . ." The Office's overly broad construction of "integrally" here would clearly 
encompass conventional attachment methods. As such, it is clear that the Office has 
improperly construed "integrally" here. Since the specification makes clear that 
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"integrally formed along with" cannot mean attachment, it must instead mean that the 
rails are formed from a single, continuous piece of material along with the arm. 

Withdrawal of the rejection of claims 6, 9-11, 13 and 14 is respectfully requested. 

Claim Rejections - 35 U.S.C. § 102 

Claims 1-6, 9-11, 13 and 14 were rejected under 35 U.S.C. § 102(b) as being 
anticipated by U.S. Patent 5,408,372 to Karam, II (hereinafter "Karam"). 

Claim 1 as amended requires a step of "modifying the arm so as to raise the first 
and second natural resonant frequencies." The Office glibly suggests on page 4 that 
Karam's stiffening element 52 "maximizes, or raises to a substantial degree, the 
resonant frequencies at locations or areas on the arm where the first stiffening elements 
are not formed." Such a statement fails to address the limitations in any meaningful 
way and demonstrates a lack of understanding as to resonant frequencies of a system. 
Karam discloses only that elements 52 serve as "micro-stiffeners" and does not even 
remotely address the effect they have on the resonant frequency of the various bending 
modes of Karam's actuator system. If the Office insists upon maintaining this ground 
of rejection, some evidence that elements 52 raise the natural frequency of two bending 
modes is respectfully requested. Should such evidence not be forthcoming, withdrawal 
of the rejection of claim 1 and allowance thereof are respectfully requested. 

Claims 2-6 depend from claim 1 and are allowable for at least this reason. Some 
of these claims are allowable for additional reasons as well. 

As to claim 4, while the Office suggests on page 3 of the action that the Karam's 
stiffening elements 52 can be read as a "rails." This is simply not the case, as any 
reasonable definition of "rail" requires at the very least a longitudinal element. If the 
Office continues to maintain the rejection of claim 4, Applicant respectfully requests 
production of some evidence suggesting that such a dimple can constitute a rail as 
claimed. 
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Claim 5 requires that the stiffening element be planar. Karam's arcuate dimples 
52 are clearly incapable of defining a plane, much less one that is perpendicular to the 
arm. 

For at least these reasons, withdrawal of the rejection of claims 2-6 and allowance 
thereof are respectfully requested. 

Claim 9 requires a step of "providing a stiffening element on the arm so as to 
raise one of the natural resonant frequencies to a substantially greater degree than the 
other of the natural resonant frequencies." Again, Karam makes no disclosure 
whatsoever of the relative degrees to which dimples 52 raise the natural resonant 
frequencies of two bending modes. As such, Karam cannot be said to anticipate claim 9; 
withdrawal of this rejection and allowance claim 9 are therefore respectfully requested. 

Claims 10, 11, 13 and 14 depend from claim 9 and are allowable for at least this 
reason. Some of these claims are allowable for additional reasons as well. 

As to claim 11, Karam's dimples 52 clearly cannot be reasonably construed as 
"rails" as set forth above in the response to the rejection of claim 4. 

For at least these reasons, withdrawal of the rejection of claims 10, 11, 13 and 14 
and allowance thereof are respectfully requested. 

Claims 15-18 were rejected under 35 U.S.C. § 102(b) as being anticipated by 
WIPO document 99/09544 (hereinafter "the '544 document"). 

Claim 15 recites the limitation "a step for tuning a first natural resonant 
frequency of an actuator arm while minimizing change to a second natural resonant 
frequency of the arm." This claim thus invokes 35 U.S.C. § 112, sixth paragraph. 
Whatever the result may have been under prior FTO practice, the FTO must construe 
functional limitations in accordance with the corresponding method disclosed in the 
specification when examining patents. In re Donaldson, 29 U.S.P.Q.2d 1845 (Fed. Cir. 
1994) (en banc). Applicant's corresponding process, at the least, includes providing a 
stiffening element protruding from an edge of an arm. The '544 document does not 
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disclose this process. For at least this reason, claim 15 is believed to be allowable over 
prior art, and withdrawal of the rejection is respectfully requested. 

The Office states on page 6 that proper 6* paragraph analysis requires only that 
the prior art have "an equivalent step-plus-function." However, In this case the steps 
disclosed by the '544 document and the present application are not remotely similar, 
much less equivalent. The '544 document discloses forming an arm from a type of 
material with stiffening properties, while the present method discloses providing a 
protruding stiffening element. Because these two methods cannot reasonably be 
construed as equivalent, the '544 document does not anticipate claim 15. Withdrawal of 
the rejection and allowance of claim 15 are respectfully requested. 

Claims 16-18 depend from claim 15 and are similarly allowable. 

Claim Rejections - 35 U.S.C. S 103 

Claims 7 and 8 were rejected under 35 U.S.C. § 103(a) as being obvious over the 
Karam. 

Claims 7 and 8 depend from allowable claim 1 and are themselves allowable for 
at least this reason. 



Conclusion 

Applicant respectfully asserts that present claims particularly point out and 
distinctly claim the subject matter which is regarded as the invention. In addition, the 
present invention as claimed is not taught by the prior art of record or any combination 
thereof. Therefore, it is respectfully submitted that the pending claims are in condition 
for allowance, and favorable action with respect to the present application is 
respectfully requested. 
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If the Examiner is not satisfied, but minor changes would apparently put the 
present case in condition for allowance, the Examiner is invited to telephone the 
undersigned. 



Date 



Respectfully submitted, 

Seagate Technology LLC 
Assignee of the Entire Interest) 




DkekJ. Berger, Reg. No. 45,401 
Seagate Technology LLC 
Intellectual Property Department - COL2LGL 
389 Disc Drive 
Longmont, CO 80503 
(720) 684-2265 (telephone) 
(720) 684-2588 (facsimile) 
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